APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



DON P. WOLFE AUTOB.043A 



20995 7590 03/05/2009 I 

KNOBBE MARTENS OLSON & BEAR LLP I examiner 

2040 MAIN STREET colbert, ella 

FOURTEENTH FLOOR | 

IRVINE, CA 92614 I art unit 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
03/05/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

j cartee @ kmob.com 
eOAPilot@kmob.com 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

09/231,415 


Applicant(s) 

WOLFE ET AL. 


Examiner 

Ella Colbert 


Art Unit 

3696 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Status 

1 )^| Responsive to communication(s) filed on 1 2 December 2008 . 
2a )□ This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 26,100-114 and 133-141 is/are pending in the application. 

4a) Of the above claim(s) 135-141 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 26,100-114,133 and 134 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 0 Certified copies of the priority documents have been received. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Claims 26, 100-114, and 133-141 are pending. Group I, claims 26, 100-114, 
133, and 134 were elected and claims 135-141 were withdrawn without traverse in 
response to the Election/Restriction filed 12/12/08. Claims 26, 100-114, 133 and 134 
will be examined on the merits and claims 135-141 will be withdrawn from further 
consideration. The IDS's submitted 3/28/07 and 2/15/08 have been considered and 
entered. 

2. The claim objection to claim 26 has been overcome by Applicants' amendment in 
the Office communication mailed 1 1/05/07and is hereby withdrawn. 

3. The indefiniteness rejection for claims 26, 1 00, 101, 1 03, 1 1 3, and 1 1 4 from the 
Office communication mailed 11/05/07have been overcome by Applicants' amendment 
and are hereby withdrawn. 

Specification 

The Specification is objected to because after a thorough review of the 
Specifications submitted 03/22/06 and 12/01/05 it cannot be determined where, if any, 
amendments to the Specification has been made because there is not any underlining 
found in the either Specification. The acronym "HTML" should be written as "Hypertext 
Markup Language (HTML)"; the acronym "URL" should be written as "Universal 
Resource Locator (URL)" when the acronym first occurs in the Specification; and any 
"http://www" should be deleted from the Specification. Correction is required. See 
MPEP§ 608.01(b). 
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Claim Objections 

Claim 1 1 3 is objected to because of the following informalities: Claim 1 1 3 fails to 
be in agreement with the other amended claims. Claim 113 recites "to permit", "dealer", 
and "substantially". The other claims as amended recite "to provide", "seller", and do 
not contain the term "substantially" since it does not add anything to the claim. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 26, 100-114, 133, and 134 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Applicants' are respectfully requested to point out in the 
Specification where the claim limitations to claims 26, 1 00-1 1 4, 1 33, and 1 34 are 
suggested of disclosed and have sufficient support in the Specification. The majority of 
the claim limitations are not found or suggested or determined to be disclosed by 
Applicants' Specification. For example, "a buyer-seller software module stored on a 
computer-readable medium and configured to assign It is also respectfully 
requested for Applicants' to point out which drawing figure(s) show the claim limitations 
of independent claim 26. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 26, 100-114, 133, and 134 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 26 recites "a processor in communication with said software and 
configured to implement instructions of said software modules". It is vague and 
indefinite what software modules the instructions are being implemented for. Do 
Applicants' mean the buyer-seller association software module and a seller access 
software module? Claims 100-114, 133, and 134 are also rejected for their dependency 
from a rejected claim. 

Claim Rejections - 35 USC §102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 26 and 100-104 are rejected under 35 U.S.C. 102(a) as being anticipated 
by (US 7,236,983) Nabors et al, hereafter Nabors (claims priority to CIP No. 09/188,863 
filed Nov. 9, 1998). 

With respect to claim 26, Nabors discloses, a purchase request management 
system, comprising: a plurality of purchase request records created from data received 
from potential buyers, said data including buyer contact information and product 
information (col. 6, lines 2-6 and lines 7-14 and Fig. 7); a plurality of participating seller 
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records comprising information about a plurality of participating sellers, said purchase 
request records and seller records stored on computer-readable medium (col. 5, line 59- 
col. 6, line 2); a buyer-seller association software module stored on a computer- 
readable medium and configured to assign each of said purchase request records to 
only a subset of the participating sellers in accordance with purchase request criteria, 
said purchase request criteria for each of said participating sellers predetermined in 
accordance with a relationship between a lead distributor and each of said plurality of 
participating sellers (col. 12, lines 25-62); a seller access software module stored on 
computer-readable medium and configured to provide of said participating sellers with 
access to said system database for viewing and managing said purchase request 
records assigned to said seller by said buyer-seller association software module (col. 
15, lines 7-23) and a processor in communication with said software and configured to 
implement instructions of said software modules (col. 6, lines 15-26). 

With respect to claim 100, Nabors teaches, The purchase request management 
system of Claim 26, wherein the seller access module receives seller- enter information 
about at least one of the purchase requests and stores the seller- entered information in 
a system database (col. 8, line 55-col. 9, line 43 and Fig. 5). 

With respect to claim 101, Nabors teaches, The purchase request management 
system of Claim 1 00, wherein the seller access module receives seller to assign at least 
one task related to at least one purchase request to a user associated with the seller 
(col. 3, lines 40-58). 
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With respect to claim 102, Nabors teaches, The purchase request management 
information about assigned tasks is stored in a system database (col. 5, lines 30-53). 

With respect to claim 103, Nabors teaches, The purchase request management 
system of Claim 100, wherein the seller access module receives a seller entered status 
related to at least one purchase request (col. 5, line 61-col. 6, line 14). 

With respect to claim 104, Nabors teaches, The purchase request management 
system of Claim 103, wherein information about purchase request status is stored in a 
system database (col. 5, line61-col. 6, line 14). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 105 and 106 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over (US 7,236,983) Nabors et al, hereafter Nabors in view of Auto-By-Tel Wins With 
Educated Customers And Low Prices", herein after Auto-By-Tel. 

With respect to claim 105, Nabors failed to teach, The purchase request 
management system of Claim 26, further comprising a system database comprising a 
plurality of product records, each product record corresponding to at least one product 
sold by at least one of the sellers and comprising at least a product type and an 
estimated product price. Auto-by-Tel teaches, further comprising a system database 
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comprising a plurality of product records, each product record corresponding to at least 
one product sold by at least one of the sellers and comprising at least a product type 
and an estimated product price (page 3, paragraph 4). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to incorporate the 
teachings of auto-by-tel in Nabors because such an incorporation would allow Nabors to 
have a collection of data stored on a computer storage medium that can be used for 
more than one purpose. For example, the dealers will be able to use the data to 
determine their inventory and profit margin. 

With respect to claim 106, Nabors failed to teach, The purchase request 
management system of Claim 105, wherein the system database is configured to be 
accessible over a computer network to at least one potential buyer using a remote 
terminal and to provide product information to the potential buyer. Auto-by-Tel teaches, 
wherein the system database is configured to be accessible over a computer network to 
at least one potential buyer using a remote terminal and to provide product information 
to the potential buyer (page 3, paragraph 4). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
of Auto-By-Tel in Nabors because such an incorporation would allow Nabors to have 
product information available to a buyer in order to match the buyer's specifications to 
the merchandise in the database. 

Claims 107-114, 133, and 134 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 7,236,983) Nabors et al, hereafter Nabors in view of "Auto-By- 
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Tel Wins With Educated Customers And Low Prices", herein after and further in view of 
"Internet Auto Sales Service Can Return To Texas", herein after Internet Auto Sales. 

With respect to claim 107, Nabors and Auto-By-Tel failed to teach, further 
comprising a system database comprising a plurality of predefined sales regions and 
each purchase request corresponds to at least one of the predefined sales regions 
based on at least one geographic designation associated with the buyer contact 
information. Internet Auto Sales teaches, further comprising a system database 
comprising a plurality of predefined sales regions and each purchase request 
corresponds to at least one of the predefined sales regions based on at least one 
geographic designation associated with the buyer contact information (page 1 , lines 6- 
9). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Internet Auto Sales in Nabors 
because such an incorporation would allow Nabors to have submission of customer's 
price request to the dealer assigned to the customer's zip-code area. 

With respect to claim 108, Nabors and Auto-By-Tel failed to teach, wherein the 
buyer-seller association module is configured to assign each purchase request to only 
one seller. Internet Auto Sales teaches, wherein the buyer-seller association module is 
configured to assign each purchase request to only one seller (page 1 , lines 6-9). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to incorporate the teachings of Internet Auto Sales in Nabors because such 
an incorporation would allow Nabors to have submission of customer's price request to 
the dealer assigned to the customer's zip-code area. 
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With respect to claim 109, Nabors and Auto-By-Tel failed to teach, wherein the 
geographic designation associated with the purchase request is derived from contact 
information of the potential buyer to whom the purchase request corresponds. Internet 
Auto Sales teaches, wherein the geographic designation associated with the purchase 
request is derived from contact information of the potential buyer to whom the purchase 
request corresponds (page 1, 6-9). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to incorporate the teachings of Internet 
Auto Sales in Nabors because such an incorporation would allow Nabors to have 
submission of customer's price request to the dealer assigned to the customer's zip- 
code area and its distribution to clients of lists of subscriber dealers in the area that sell 
the particular vehicle. 

With respect to claim 110, Nabors and Auto-By-Tel failed to teach, The purchase 
request management system of Claim 109, wherein the geographic designation 
associated with the purchase request is derived from the potential buyer's zip code. 
Internet Auto Sales teaches, wherein the geographic designation associated with the 
purchase request is derived from the potential buyer's zip code (page 1, lines 6-9). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have the geographic designation associated with the purchase request is 
derived from the potential buyer's zip code and to modify in Naborsl because such a 
modification would allow Nabors to have customer data that is created and saved that 
contains the customer's address (an address contains a zipcode) which is basic 
information for any geographic designation. 
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With respect to claim 111, Nabors failed to teach, the purchase request 
management system of Claim 26, further comprising a system database comprising a 
plurality of exclusive database regions, each exclusive database region being reserved 
for a single seller and being configured to store only those purchase requests assigned 
to the single seller. Internet auto sales teaches, the purchase request management 
system of Claim 26, further comprising a system database comprising a plurality of 
exclusive database regions, each exclusive database region being reserved for a single 
seller and being configured to store only those purchase requests assigned to the single 
seller (page 1 , lines 6-9). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have the geographic designation associated 
with the purchase request is derived from the potential buyer's zip code and to modify in 
Naborsl because such a modification would allow Nabors to have customer data that is 
created and saved that contains the customer's address (an address contains a 
zipcode) which is basic information for any geographic designation. 

With respect to claim 112, Nabors teaches, the purchase request management 
system of Claim 111, wherein the buyer-seller association module is configured to 
assign each purchase request to one or more sellers by storing a copy of the purchase 
request in the exclusive database region of each assigned seller (col. 12, lines25-62). 

With respect to claim 113, Nabors teaches, wherein the seller access module is 
configured to permit each dealer to access a purchase request substantially 
immediately upon a copy of the purchase request being stored in the seller's exclusive 
database region (col. 12, lines 42-62). 
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With respect to claim 114, Nabors teaches, the purchase request management 
system seller access module provides access to each seller of only those purchase 
requests assigned to the seller by providing access to the seller of only the exclusive 
database region reserved for the seller (col. 13, lines 15-52). 

With respect to claim 133, Nabors teaches, The purchase request management 
system of claim 26, wherein said purchase request criteria for said plurality of 
participating sellers are collectively configured to ensure that the system assigns each 
of said purchase request records to only one of a plurality of subsets of the participating 
sellers that sell the product identified in the purchase request record (col. 13, line 15-col. 
14, line 48). 

With respect to claim 134, Nabors teaches, The purchase request management 
system of claim 26, wherein the plurality of subsets of participating sellers for a given 
product includes at least one subset containing just one seller and each of the subsets 
of participating sellers for a given product more than a small number relative to the total 
number of participating sellers for a given product (col. 14, line 49-col. 15, line 60). 
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37 CFR 1.105 Request for Information 

How does Auto-by-tel.com, an online auto source differ from the disclosed patent 
application? 

The article dated August 21 , 1996, more than one year prior to Applicants' filing 
of a patent application has the auto-online matchmaking. 

It appears the invention was disclosed as early as 1995 according to the articles 
in the file which constitutes a public use bar under 35 USC 102(b) which arises where 
the invention is in public use before the critical date and is ready for patenting. 
Invitrogen Corporation v. Biocrest Manufacturing L. P., 424 F.3d 1374, 76 USPQ2d 
1741 (Fed. Cir. 2005). 

MPEP 2133.03(a) [R-5] entitled "Public Use". 

It should be noted that 35 USC 102(b) may create a bar to patentability either 
alone, if the device in public use or placed on sale anticipates a later claimed invention, 
or in conjunction with 35 USC 103, if the claimed invention would have been obvious 
from the device in conjunction with the prior art. LaBounty Mfg. V. United States Int'l 
Trade Comm'n, 958 F.2d 1066, 1071, 22 USPQ2d 1025 (Fed. Cir. 1992). 
THE 1-YEAR TIME BAR IS MEASURED FROM THE U.S. FILING DATE 
If one discloses his or her own work more than 1 year before the filing of the patent 
application, that person is barred from obtaining a patent. In re Katz, 687 F.2d 450, 
454, 215 USPQ 14, 17 (CCPA 1982). The 1 -year time bar is measured from the U.S. 
filing date. Thus, applicant will be barred from obtaining a patent if the public came into 
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possession of the invention on a date before the 1 -year grace period ending with the 
U.S. filing date. It does not matter how the public came into possession of the invention. 
Public possession could occur by a public use, public sale, a publication, a patent or 
any combination of these. In addition, the prior art need not be identical to the claimed 
invention but will bar patentability if it is an obvious variant thereof. In re Foster, 343 
F.2d 980, 145 USPQ 166 (CCPA 1966). See MPEP § 706.02 regarding the effective 
U.S. filing date of an application. 

The main question is "whether the primary purpose of the invention at the time of 
the sale, was to conduct experimentation". Allen Eng'g Corp. v. Bartell Indus, Inc., 299 
F.3d 1336, 1354, 63 USPQ2d 1769, 1780 (Fed. Cir. 2002), quoting EZDock v. Schafer 
Sys., Inc., 276 F.3d 1347, 1356-57, 61 USPQ 2d 1289, 1295-96 (Fed. Cir. 2002) (Linn, 
J., concurring). 
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Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dixon Thomas can be reached on 571-272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 

March 2, 2009 



